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NON-FINAL OFFICE ACTION 

1 . Applicant's After Final response, filed 6/06/06, has been entered and carefully 
considered. 

The double patenting rejection in view of Application number 10/678725 is withdrawn. 
The double patenting rejections in view of Application numbers 10/666090, 10/678599, and 
Patent numbers 5998307, 6182804, and 6001750 remain, as originally stated in the Non Final 
Office action dated 8/25/05. 

Prosecution is hereby reopened, in order to present the prior art rejections set forth herein. 
Furthermore, additional double patenting issues have become apparent, as set forth herein. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 6-9, 12-13, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 5858883 to Lam et al (Lam '883), in view of US Patent 6194059 to Yesnick, US 
Patent 6182804 to Lam (Lam '804), US Publication 2004/0033341 to Lam (Lam '341), US 
Publication 2005/0191477 to Dong, and/or US Publication 2004/0081813 to Dong, and further in 
view of US Patent 6630416 to Lam, US Publication 2004/0043193 to Chen et al, US Patent 
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687571 1 to Chen et al, US Publication 2004/0081813 to Dong, and/or US Publication 
2005/0064778 to Lam et al. 

The Lam 4 883 reference teaches an impregnated fibrous base material comprising a 
primary layer of less fibrillated aramid fibers, synthetic graphite, and at least one filler material, 
and a secondary layer of carbon particles on at least one surface of the fibrous base material 
(Abstract). 

The reference is silent with respect to the use of carbon fibers in the secondary layer. The 
following patents and publications teach similar two-layer fibrous friction materials, comprising 
amounts of carbon fibers in the secondary layer: 

US Patent 6194059 to Yesnick (col. 7, lines 6-17); 

US Patent 6182804 to Lam (col. 5, lines 59+); 

US Publication 2004/0033341 to Lam (paragraphs 0052 and 0053); 

US Publication 2005/0191477 to Dong (paragraphs 0064 and 0096); 

US Publication 2004/0081813 to Dong (paragraphs 0064 and 0096). 

It would have been obvious to one of ordinary skill in the art to employ carbon fibers for 
the advantages taught by any of the listed references. Furthermore, the amounts and surface area 
coverage would have been obvious in view of the references, or optimized by one of ordinary 
skill in the art. 

The Lam £ 883 reference is silent with respect to the degree of carbonization of the carbon 
particles. The following patents and publications teach similar friction materials, and also teach 



Application/Control Number: 10/678,720 Page 4 

Art Unit: 1771 

that partially and fully carbonized carbon powders, particles, or fibers are functionally 
equivalent: 

US Patent 6630416 to Lam (col. 9, lines 20-26); 

US Publication 2004/0043193 to Chen et al (paragraph 0064); 

US Patent 687571 1 to Chen et al (col. 8, lines 18-25); 

US Publication 2004/0081813 to Dong (paragraph 0014); 

US Publication 2005/0064778 to Lam et al (paragraph 0093). 
It therefore would have been obvious to substitute partially carbonized carbon fibers for carbon 
particles, based on their known functional equivalency in the art. 

Regarding claim 7, the Lam '883 reference teaches overlapping CSF values (cols 35-36). 
Regarding claim 8, fiber length factors into the CSF value, therefore the claimed feature would 
have been provided by fibers within this CSF range. 

Regarding claim 9, the filler of the Lam '883 reference includes diatomaceous earth (col. 
37, lines 19-20). 

Regarding claims 12 and 13, absent a showing of unexpected results with the claimed 
proportions, optimal or desired amounts of each component would have been determined by one 
of ordinary skill in the art, based upon the ultimate intended use of the product and properties 
desired therein. 

Regarding claim 29, the Lam c 883 reference is silent with respect to the use of carbon 
fibers in the primary layer. The Yesnick reference teaches a similar two-layer impregnated 
fibrous base material, comprising carbon fibers in the primary layer (col. 5, line 15). The 
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reference extols the virtues of carbon fibers (col. 6, lines 21-34). It would have been obvious to 
one of ordinary skill in the art to include carbon fibers in the primary layer, motivated by the 
advantages set forth by Yesnick. The Lam £ 883 and Yesnick references are silent with respect to 
the degree of carbonization of the carbon particles. The Lam '416 reference teaches a similar 
friction material, wherein partial and/or folly carbonized carbon powders and/or particles are 
functionally equivalent (col 9, lines 20-26). Therefore, it would have been obvious to one of 
ordinary skill to use either partially or folly carbonized particles, as desired. 

4. Claims 6-9, 12-13 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent 5856244 to Lam et al (Lam '244), in view of US Patent 6194059 to Yesnick, US 
Patent 6182804 to Lam (Lam '804), US Publication 2004/0033341 to Lam (Lam '341), US 
Publication 2005/0191477 to Dong, and/or US Publication 2004/0081813 to Dong, and further in 
view of US Patent 6630416 to Lam, US Publication 2004/0043193 to Chen et al, US Patent 
687571 1 to Chen et al, US Publication 2004/0081813 to Dong, and/or US Publication 
2005/0064778 to Lam et al. 

The Lam '244 reference teaches an impregnated fibrous base material comprising a 
primary layer of less fibrillated aramid fibers, synthetic graphite, and at least one filler material, 
and a secondary layer of carbon particles on at least one surface of the fibrous base material 
(Abstract). The secondary layer comprises about 0.2 to 20% carbon particles, a range which 
overlaps the claimed range (col. 4, lines 15-18). The carbon particles of the secondary layer 
cover approximately 3-80% of the primary layer surface area (col. 4, lines 27-30). The aramid 
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fibers of the primary layer are less fibrillated, with a CSF of 300-700 and length of about 3 to 
about 6 mm (col. 4, lines 44-46). 

The reference is silent with respect to the use of carbon fibers in the secondary layer. The 
following patents and publications teach similar two-layer fibrous friction materials, comprising 
carbon fibers in the secondary layer: 

US Patent 6194059 to Yesnick (col. 7, lines 6-17); 

US Patent 6182804 to Lam (col. 5, lines 59+); 

US Publication 2004/0033341 to Lam (paragraphs 0052 and 0053); 

US Publication 2005/0191477 to Dong (paragraphs 0064 and 0096); 

US Publication 2004/0081813 to Dong (paragraphs 0064 and 0096). 
It would have been obvious to one of ordinary skill in the art to employ carbon fibers for the 
advantages taught by any of the listed references. 

The Lam £ 244 reference is silent with respect to the degree of carbonization of the carbon 
particles. The following patent and publications teach similar friction materials, and also teach 
that partially and fully carbonized carbon powders, particles, or fibers are functionally 
equivalent: 

US Patent 6630416 to Lam (col. 9, lines 20-26); 

US Publication 2004/0043193 to Chen et al (paragraph 0064); 

US Patent 687571 1 to Chen et al (col. 8, lines 18-25); 

US Publication 2004/0081813 to Dong (paragraph 0014); 

US Publication 2005/0064778 to Lam et al (paragraph 0093). 
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It therefore would have been obvious to substitute partially carbonized carbon fibers for carbon 
particles, based on their known functional equivalency in the art. 

Regarding claim 9, the Lam '244 reference teaches diatomaceous earth as a filler material 
(col. 12, lines 7-29). 

Regarding claims 12 and 13, absent a showing of unexpected results with the claimed 
proportions, optimal or desired amounts of each component would have been determined by one 
of ordinary skill in the art, based upon the ultimate intended use of the product and properties 
desired therein. 

Regarding claim 29, the Lam '244 reference is silent with respect to the use of carbon 
fibers in the primary layer. The Yesnick reference teaches a similar two-layer impregnated 
fibrous base material, comprising carbon fibers in the primary layer (col. 5, line 15). The 
reference extols the virtues of carbon fibers (col. 6, lines 21-34). It would have been obvious to 
one of ordinary skill in the art to include carbon fibers in the primary layer, motivated by the 
advantages set forth by Yesnick. The Lam '244 and Yesnick references are silent with respect to 
the degree of carbonization of the carbon particles. The above referenced patents and 
publications teach similar friction materials, wherein partial and/or fully carbonized carbon 
powders and/or particles are functionally equivalent. Therefore, it would have been obvious to 
one of ordinary skill to use either partially or fully carbonized particles, as desired. 



Double Patenting 
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5. Claims 6-9, 12-13, and 29 remain provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 9 of copending Application 
No. 10/666090. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the amount of partially carbonized carbon fibers in the secondary layer 
of the 10/666090 Application would have been easily determined by one of ordinary skill in the 
art. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

6. Claims 6-9, 12-13 and 29 remain provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 7 of copending Application 
No. 10/678599. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the amount of partially carbonized carbon fibers in the secondary layer 
of the 10/678599 Application would have been easily determined by one of ordinary skill in the 
art. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

7. Claims 6-9, 12-13 and 29 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-26 of U.S. Patent No. 5998307 in view of 
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US Patent 6194059 to Yesnick, US Patent 6182804 to Lam (Lam '804), US Publication 
2004/0033341 to Lam (Lam '341), US Publication 2005/0191477 to Dong, and/or US 
Publication 2004/0081813 to Dong, and further in view of US Patent 6630416 to Lam, US 
Publication 2004/0043 193 to Chen et al, US Patent 687571 1 to Chen et al, US Publication 
2004/0081 813 to Dong, and/or US Publication 2005/0064778 to Lam et al. 

The 5998307 patent includes a secondary layer of carbon particles. The following patents 
and publications teach similar two-layer fibrous friction materials, comprising carbon fibers in 
the secondary layer: 

US Patent 6194059 to Yesnick (col. 7, lines 6-17); 

US Patent 6182804 to Lam (col. 5, lines 59+); 

US Publication 2004/0033341 to Lam (paragraphs 0052 and 0053); 

US Publication 2005/0191477 to Dong (paragraphs 0064 and 0096); 

US Publication 2004/0081813 to Dong (paragraphs 0064 and 0096). 
It would have been obvious to one of ordinary skill in the art to employ carbon fibers for the 
advantages taught by any of the listed references. 

The following patent and publications teach similar friction materials, and also teach that 
partially and fully carbonized carbon powders, particles, or fibers are functionally equivalent: 

US Patent 6630416 to Lam (col. 9, lines 20-26); 

US Publication 2004/0043193 to Chen et al (paragraph 0064); 

US Patent 687571 1 to Chen et al (col. 8, lines 18-25); 

US Publication 2004/0081813 to Dong (paragraph 0014); 

US Publication 2005/0064778 to Lam et al (paragraph 0093). 
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It therefore would have been obvious to substitute partially carbonized carbon fibers for carbon 
particles, based on their known functional equivalency in the art. 

8. Claims 6-9, 12-13 and 29 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-18 and 20-33 of U.S. Patent No. 6182804 
in view of US Patent 6630416 to Lam, US Publication 2004/0043193 to Chen et al, US Patent 
687571 1 to Chen et al, US Publication 2004/0081813 to Dong, and/or US Publication 
2005/0064778 to Lam et al. 

The 6182804 patent teaches a secondary layer comprising an amount of carbon fibers. 
The following patent and publications teach similar friction materials, and also teach that 
partially and fully carbonized carbon powders, particles, or fibers are functionally equivalent: 

US Patent 6630416 to Lam (col. 9, lines 20-26); 

US Publication 2004/0043193 to Chen et al (paragraph 0064); 

US Patent 687571 1 to Chen et al (col. 8, lines 18-25); 

US Publication 2004/0081813 to Dong (paragraph 0014); 

US Publication 2005/0064778 to Lam et al (paragraph 0093). 

It therefore would have been obvious to substitute carbon fibers for carbon particles, 
based on their known functional equivalency in the art. 

9. Claims 6-9, 12-13, and 29 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-23 of U.S. Patent No. 6001750 in view of 
US Patent 6194059 to Yesnick, US Patent 6182804 to Lam (Lam '804), US Publication 
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2004/0033341 to Lam (Lam '341), US Publication 2005/0191477 to Dong, and/or US 
Publication 2004/0081813 to Dong, and further in view of US Patent 6630416 to Lam, US 
Publication 2004/0043193 to Chen et al, US Patent 687571 1 to Chen et al, US Publication 
2004/0081813 to Dong, and/or US Publication 2005/0064778 to Lam et al. 

The issued claims include a secondary layer of carbon particles, in the same amount and 
surface area coverage. The following patents and publications teach similar two-layer fibrous 
friction materials, comprising carbon fibers in the secondary layer: 

US Patent 6194059 to Yesnick (col. 7, lines 6-17); 

US Patent 6182804 to Lam (col. 5, lines 59+); 

US Publication 2004/0033341 to Lam (paragraphs 0052 and 0053); 

US Publication 2005/0191477 to Dong (paragraphs 0064 and 0096); 

US Publication 2004/0081813 to Dong (paragraphs 0064 and 0096). 
It would have been obvious to one of ordinary skill in the art to employ carbon fibers for the 
advantages taught by any of the listed references. 

The following patents and publications teach similar friction materials, and also teach 
that partially and fully carbonized carbon powders, particles, or fibers are functionally 
equivalent: 

US Patent 6630416 to Lam (col. 9, lines 20-26); 

US Publication 2004/0043 193 to Chen et al (paragraph 0064); 

US Patent 687571 1 to Chen et al (col. 8, lines 18-25); 

US Publication 2004/0081813 to Dong (paragraph 0014); 

US Publication 2005/0064778 to Lam et al (paragraph 0093). 
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It therefore would have been obvious to substitute partially carbonized carbon fibers for carbon 
particles, based on their known fiinctional equivalency in the art. 

1 0. Claims 6-9, 12-13, and 29 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-19 of copending 
Application No. 10/678598 in view of US Patent 6194059 to Yesnick, US Patent 6182804 to 
Lam (Lam '804), US Publication 2004/0033341 to Lam (Lam '341), US Publication 
2005/0191477 to Dong, and/or US Publication 2004/0081813 to Dong, and further in view of US 
Patent 6630416 to Lam, US Publication 2004/0043193 to Chen et al, US Patent 687571 1 to Chen 
et al, US Publication 2004/0081813 to Dong, and/or US Publication 2005/0064778 to Lam et al. 

The conflicting claims include a secondary layer comprising carbonaceous material in a 
preferred amount. The following patents and publications teach similar two-layer fibrous friction 
materials, comprising carbon fibers in the secondary layer: 

US Patent 6194059 to Yesnick (col. 7, lines 6-17); 

US Patent 6182804 to Lam (col. 5, lines 59+); 

US Publication 2004/0033341 to Lam (paragraphs 0052 and 0053); 

US Publication 2005/0191477 to Dong (paragraphs 0064 and 0096); 

US Publication 2004/0081813 to Dong (paragraphs 0064 and 0096). 
It would have been obvious to one of ordinary skill in the art to employ carbon fibers for the 
advantages taught by any of the listed references. 
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The following patents and publications teach similar friction materials, and also teach 
that partially and fully carbonized carbon powders, particles, or fibers are functionally 
equivalent: 

US Patent 6630416 to Lam (col. 9, lines 20-26); 

US Publication 2004/0043193 to Chen et al (paragraph 0064); 

US Patent 687571 1 to Chen et al (col. 8, lines 18-25); 

US Publication 2004/0081813 to Dong (paragraph 0014); 

US Publication 2005/0064778 to Lam et al (paragraph 0093). 
It therefore would have been obvious to substitute partially carbonized carbon fibers for carbon 
particles, based on their known functional equivalency in the art. 

This is a provisional obviousness-type double patenting rejection. 

1 1 Claims 6-9, 12-13, and 29 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 6 of copending Application 
No. 10/916328 in view of US Patent 6194059 to Yesnick, US Patent 6182804 to Lam (Lam 
'804), US Publication 2004/0033341 to Lam (Lam '341), US Publication 2005/0191477 to 
Dong, and/or US Publication 2004/0081813 to Dong, and further in view of US Patent 6630416 
to Lam, US Publication 2004/0043193 to Chen et al, US Patent 687571 1 to Chen et al, US 
Publication 2004/0081 813 to Dong, and/or US Publication 2005/0064778 to Lam et al. 

The conflicting claims include a secondary layer comprising carbon particles in a 
preferred amount. The following patents and publications teach similar two-layer fibrous friction 
materials, comprising carbon fibers in the secondary layer: 
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US Patent 6194059 to Yesnick (col. 7, lines 6-17); 

US Patent 6182804 to Lam (col. 5, lines 59+); 

US Publication 2004/0033341 to Lam (paragraphs 0052 and 0053); 

US Publication 2005/0191477 to Dong (paragraphs 0064 and 0096); 

US Publication 2004/0081813 to Dong (paragraphs 0064 and 0096). 
It would have been obvious to one of ordinary skill in the art to employ carbon fibers for the 
advantages taught by any of the listed references. 

The following patents and publications teach similar friction materials, and also teach 
that partially and fully carbonized carbon powders, particles, or fibers are functionally 
equivalent: 

US Patent 6630416 to Lam (col. 9, lines 20-26); 

US Publication 2004/0043193 to Chen et al (paragraph 0064); 

US Patent 687571 1 to Chen et al (col. 8, lines 18-25); 

US Publication 2004/0081813 to Dong (paragraph 0014); 

US Publication 2005/0064778 to Lam et al (paragraph 0093). 
It therefore would have been obvious to substitute partially carbonized carbon fibers for carbon 
particles, based on their known functional equivalency in the art. 

This is a provisional obviousness-type double patenting rejection. 

1 2. Claims 6-9, 12-13 and 29 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-22 of U.S. Patent No. 6630416 in view of 
US Patent 6194059 to Yesnick, US Patent 6182804 to Lam (Lam '804), US Publication 
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2004/0033341 to Lam (Lam '341), US Publication 2005/0191477 to Dong, and/or US 
Publication 2004/0081813 to Dong. 

The issued claims encompass a secondary layer comprising partially carbonized carbon 
(claim 5) in a particular amount. The following patents and publications teach similar two-layer 
fibrous friction materials, comprising carbon fibers in the secondary layer: 

US Patent 6194059 to Yesnick (col. 7, lines 6-17); 

US Patent 6182804 to Lam (col. 5, lines 59+); 

US Publication 2004/0033341 to Lam (paragraphs 0052 and 0053); 

US Publication 2005/0191477 to Dong (paragraphs 0064 and 0096); 

US Publication 2004/0081813 to Dong (paragraphs 0064 and 0096). 

It would have been obvious to one of ordinary skill in the art to employ carbon fibers for 
the advantages taught by any of the listed references. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Additional prior art of record includes: US Patents 687571 1, 6001750, 5775468, 
5965658. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arden B. Sperty whose telephone number is (571)272-1 543. The 
examiner can normally be reached on M-Th, 08:00-16:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571)272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Arden B. Sperty 
Examiner 
Art Unit 1771 





July 3, 2006 



